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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to (X)mmunication(s) filed on 08 July 2005 . 
2a)IE This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 16-22,24.25,27-33.41 and 42 is/are pending in the application. 

4a) Of the above claim(s) 16-22.24,27-33.41 and 42 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 25 is/are rejected. 

7) ^ Claim(s) 25 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawjng(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 
Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . In the response filed 08 July 2005, the appUcants note an error in the Office action 
summary in the Office action mailed 20 May 2005. Claim 13 was listed on the Office action 
summary as rejected when claim 3 should have been listed as rejected. The Office regrets any 
inconvenience this may have caused the apphcants. 

Claim Objections 

2. The objection to Claim 25 under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim in the Office action mailed 20 
May 2005 is withdrawn in view of the amendment filed 08 July 2005. 

3. Claim 25 is objected to because of the following informalities: The term CATALYST is 
misspelled. Appropriate correction is required. 

Claim Rejections - 35 USC §101 

4. The rejection of claim 26 under 35 U.S.C. 101 in the Office action mailed 20 May 2005 
is withdrawn in view of the amendment filed 08 July 2005. 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claim 25 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claim is drawn to data or data that is entirely non-functional 
descriptive material on computer readable media. See MPEP 2106. 

Claim Rejections - 35 USC § 112 

7. The rejection of claim 3 under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
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the invention in the Office action mailed 20 May 2005 is withdrawn in view of the amendment 
filed 08 July 2005. 

8. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distincUy claiming the 
subject matter which the applicant regards as his invention. 

9. Claim 25 is rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. 

Claim 25 contains the trademark/trade name CATALST. Where a trademark or trade 
name is used in a claim as a limitation to identify or describe a particular material or product, the 
claim does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte 
Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or 
trade name cannot be used properly to identify any particular material or product. A trademark 
or trade name is used to identify a source of goods, and not the goods themselves. Thus, a 
trademark or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe a 
computer program and, accordingly, the identification/description is indefinite. 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the apphcant for a patent. 

1 1 . Claim 25 is rejected under 35 U.S.C. 102(a) as being anticipated by Ekins et al. 
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The claim is drawn to a method of making a phramacophore of an inhibitor of 
cytochrome protein CYP2D6. The training set of inhibitors includes 5 or more selective 
serotonin reuptake inhibitors (SSRI). Multiple conformations of each training set molecule is 
considered and one or more pharmacophores are generated with multiple chemical property 
features. The steps of the method are executed by a computer program named CATALYST (the 
term CATALST in the claim is assumed to be a typographical error for the purposes of this 
rejection). 

Ekins et al. shows in the abstract and throughout a method of making a pharmacophore of 
inhibitors of CYP2D6. Table 1 shows some members of a training set that includes multiple 
SSRI compounds with values ranging from 0.03 to 529.51. On page 479 Ekins et al. details a 
confiputer mediated method of making a pharmacophore in which multiple conformations of each 
inhibitor are considered. Ekins et al. shows conformers with an energy range of 20 Kcal/mole 
were used. Ekins et al. does not show an energy range of conformers of either 10, 35, or 50 
Kcal/mole. Ekins et al. states on page 478 that CYP2D6 is involved in the metabolism of many 
drugs and that it is desirable that new drugs not inhibit the activity of CYP2D6. Ekins et al. 
shows on page 479 that the steps of the method are executed by a computer program named 
CATALYST version 2.3 or 3. 1. 

Claim Rejections - 35 USC §103 
12. The rejection of claim 3 under 35 U.S.C. 103(a) as being unpatentable over Ekins et al. in 
view of the admission of prior art of CATALYST version 4 in the instant specification in the 
Office action mailed 20 May 2005 is withdrawn in view of the amendment filed 08 July 2005. 
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Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1, 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

14. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EEC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent busmess on the Internet. The USPTO's PAIR system 
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provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own apphcation file folder(s) as well as 
general patent information available to the pubUc. 



9 199. Any inquiry concerning this communication or earUer communications from the examiner 
should be directed to John S. Brusca whose telephone number is 571 272-0714. The examiner 
can normally be reached on M-F 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, PhD. can be reached on 571 272-0718. The fax phone number for 
the organization where this apphcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



For all other customer support, please call the USPTO Call Center at (800) 786- 




John S. Brusca 
Primary Examiner 
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